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1. Real Party in Interest 

The real party in interest as assignee of the entire right and title to the invention 
described in the present application is Koninklijke Philips N.V. having a principle place of 
business at Groenewoudseweg 2, Eindhoven, The Netherlands. 

2. Related Appeals and Interferences 

There are no known related appeals or interferences at this time. 

3* Status of the Claims 

Claims 1-20 arc pending in the present application. All have been finally rejected. 
The rejected claims 1-20 are duplicated in the Appendix. 

4. Status of Amendments 

A Final Office Action on the merits was mailed on June 13, 2006. A Reply to the 
Final Office Action was filed on August 13, 2006 traversing the rejections of the final Office 
Action. An Advisory Action dated September 6, 2006 was received. In response thereto, a 
Notice of Appeal was filed on October 3, 2006. 

5. Summary of the Claimed Subject Matter^ 

In one embodimentj a video playback device (e.g., 250) includes a disk storage device 
(e,g., 330) capable of storing television programs received from an external source; a first 
controller (e.g., 350) capable of receiving a first program recording command (e.g., 505), 
wherein said first program recording command is operable to cause said first controller to 
store a first television program on said disk storage device during a first time slot; and a 

1 In the dc5criptiou to tbllaw, citations to Maous rctcrcnoc numerals, drawings and corresponding text in the spccit)wition arc provided solely 
to comply with Patent Ofllcc Rules. It is emphasized tliat these reference numerals, drawings and text arc reprcscntBtivc in nulurc, and in not 
any way liiniing of the tnic scope of the claims. It would therefore be improper to impon any meaning invo any of the dnim.s simply on Lhe 

PCIP.353 Atty. Docket No. US 010228 



PAGE 4/20 * RCVD AT 2/5/2007 6:31:19 PM [Eastern Standard Time]* SVR:USPTO€FXRF-6/44 * DNIS:2738300 * CSID:610 3758380 " DURATION ([nni-ss):0248 



02/05/2007 MON 13:31 PAX 610 3758330 (21005/020 



AppL No. 09/866,823 
APPEAL BRIEF 

second controller (e.g., 370) capable of determining if sufficient space is available on said 
disk storage device to store said first television program, wherein said disk storage device, in 
response to a determination that sufficient space is not available on said disk storage device is 
further capable of identifying in an external communication network (e.g., 1 15) a second 
remote video playback device capable of recording said first television program and 
transmitting a recording task request (e.g-,51 5) to s>^id second remote video playback device, 
wherein said recording task request is operable to cause said second remote video playback 
device to record said first television program during said first time slot. (Kindly refer to claim 
1; page 10, line 10 through page 17, line 16; page 20, line 19 through page 22, line 3; and 
Figs. 1-3 and 5 of the filed application.) 

In another embodiment, a method of operating a video playback device comprising a 
disk storage device capable of storing television programs received from an external source 
includes: receiving a first program recording command, wherein the jSrst program recording 
command is operable to cause the video playback device to store a first television program on 
the disk storage device during a first time slot; determining if sufficient space is available on 
the disk storage device to store the first television program (e.g,,505). Moreover, in response 
to a determination that sufficient space is not available on the disk storage device, the method 
includes identifying in an externa) communication network a second remote video playback 
device capable of recording the first television program (e.g., 510), In addition, the method 
includes transmitting a recording task request to the second remote video playback device, 
wherein the recording task request is operable to cause the second remote video playback 
device to record the first television program during the first time slot (e.g., 515, 520). (Kindly 
refer to claim 9; page 20, line 19 through page 22, line 3; and Figs. 1-3 and 5 of the filed 
application.). 

In another embodiment^ a server (e.g.,130) comprising a memory for storing a plurality 

basis of illustrarivc language tliat is provided here only under obligation to saiisfy Patent Office rules for uiainiaininB an 
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of data files related to said plurality of video playback devices, wherein each of said plurality 
of data files (e.g.j 401) comprises a disk status indicator indicating an amount of free space 
available on a disk drive in a selected one of said video playback devices. The server is 
adapted for use in a communication network (e.g., 1 1 5) coupled to a plurality of video 
playback devices. (Kindly refer to claim 1; page 17, line 17 tiiroughpage 20, line 18; and 
Figs. 4A-4B). 

6. Crounds of Rejection to be Reviewed on Appeal 

TTie issues in the present matter are whether: 

L Claims 17 and 18 are properly rejected under 35 U.S.C. § 102(e) in view of 
Susskind (US Patent Application Publication 2001/0046366); 

II. Claims I and 9 are properly rejected under 35 U.S.C. § 102(e) in view of 
Utsunomiya, ei al (US Patent Application Publication 2002/00661 13); 

III. Claims 2, 3, 10 and 1 1 are properly rejected under 35 U.S.C. § 103(a) in view of 
Utsxmomlya, et al. and Poirebic; and 

IV. Claims 4-8 and 12-16 are properly rejected under 35 U.S.C § 103(a) in view of 
Utsunomtya, et al , Potrebic and Suyskind 

7. Argument 

In this portion of the Appeal Brief, arguments are provided. Notably, because.no 
claims have been amended or allowed. Applicants maintain previous arguments for 
patentability provided in response to Office Actions. 

At the outset Applicants rely at least on the following standards with regard to proper 
rejections under 35 U.S.C. § 102. Notably, a proper rejection of a claim under 35 U.S.C. § 
102 requires that a single prior art reference disclose each element of the claim. See, e.g.^ 

PCIP.353 Atty. Docket No. US 0 J 0228 
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fV.L Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 220 USPQ 303, 313 (Fed. 
Cir. 1 983). Anticipation requires that each and every element of the claimed invention be 
disclosed in a single prior art reference. See, e.g.. In re Paulsen, 30 F.3d 1475, 3 1 USPQ2d 
1671 (Fed. Cir. 1994); In re Spada, 91 1 F.2d 705, 15 USPQ2d 1655 (Fed. Cir. 1990). 
Ahematively, anticipation requires that each and every element of the claimed invention be 
embodied in a single prior art device or practice. See, e.g.^ Minnesota Min. & Mfg. Co. v. 
Johnson & Johnson Orthopaedics, Inc, 976 F.2d 1559, 24 USPQ2d 1321 (Fed. Cir. 1992). 
For anticipation, there must be no difference between the claimed invention and the reference 
disclosure, as viewed by a person of ordinary skill in the field of the invention. See, e.g., 
Scripps Clinic & Res. Found, v. Genentech, Inc, 927 F.2d 1565, 18 USPQ2d 1001 (Fed. 
Cir. 1991). 



I. Rejection under 35 U.S.C. S 102fe) of claims 17 And 18 in view of Susskind (ViS 
2001/0046366 Al\ 

Claim ] 7 is drawn to a server for use in a communication network coupled to a 
plurality of video playback devices. The server comprises a memory for storing a plurality of 
data files related lo a plurality of video playback devices. Each of the plurality of data files 
comprises a disk status indicator indicating an amount office space available on a disk drive 
in a selected one of said video playback devices, 

a. Susskind fails to disclose the server as claimed 

In the Final Office Action^ the Examiner relies, inter alia, on paragraphs [0029] and 
[0035]. As noted in the response thereto, the VRD referred to m pghs. [0016] and [0029] of 
Siisskind is capable to communicate with a server. 

In the Advisory Action, tlie Examiner asserts: '*'Upon reading the claim, it is clear that 
the limitation of the claim is a server connected to a VRD ( or the putpose of storing files 

PCJP.353 Atty. Docket No. US 010228 
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related to the VRD, Susskind discloses a server connected to a VRD for tracking the amount 
of free space remaining on the VRD " Applicants respectfully disagree. 

First of all, Applicants reiterate that claim 17 unequivocally recites server 
comprising a memory for storing a plurality of data files related to said plurality of video 
playback devices. , This is not anticipated by the VRD of Susskind which is not a server, but 
rather only adapted to conimunicate with the server. Stated differently. Applicants have 
specifically claimed a server, not a device capable of communicating with a server* Thus, the 
reference fails to disclose at least one element of claim 17, and because anticipation requires 
that each and every element of the claimed invention be embodied in a single prior art device 
or practice, a prima facie case of anticipation cannot be made based on the reference to 
Susskind, 

Furthermore, the statement from the Advisory Action quoted above conflict with a 
statement on page 2 of the Final Office Action. To wit^ the Examiner states: "These 
statements show that Llae VRD acts as a server containing recorded shows for users to access," 
Thus, according to this assertion, the VRD acts as the server; but in the rebuttal to 
Applicants Response under Rule 116, the Advisory Action alleges that VRD and server are 
two different components. Accordingly, clarification as to the Examiner's position is 
respectfully requested. 

In anticipation of this clarification, Applicants have rebutted each position through the 
present Appeal Brief, or previous Responses, or both, 

b, Susskind fails to disclose the server with the memory as claimed 

In the Final Oft^ce Action, the Examiner relies on paragraphs [0029] and [0035] in 
the assertion tliat tlie reference discloses a server with memory. 

Claim 1 7 also features that the server includes . .a memory for storing a plurality of 
data files related to said plurality of video playback devices,. " In an embodiment described 

PCIR353 Atty. Docket No. US 01 0228 
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in connection with Fig. 4 A, each VDP data file 401 -403 includes a disk statistics tabic that 
indicates the amount of space that is used and the amount of space that is free for recording 
programs. Thus, within the resource sharing server 130, each of the VDP data files 401-403 
store disk drive space available. 

By contrast, the VRD disclosed in paragraph [0029] of Susskind includes a common 
computer hard disk rather than video tape as a means of storage. As such, Susskind 
discloses: a VRD with memoiy, wherein Lhe VRD. is capable of communicating with a server. 
Moreover, the portion of Susskind relied upon in the Office Action (pgh, [0035], lines 16-17) 
describes a web access device that is adapted to run an HTML web browser pointed to tlie 
URL of the host 23. The HTML pages provide all the interface components required to 
operate a video recording device 20, The essential functions of the video recording device 20 
are presented in HTML pages include minutes of storage available. This function is supplied 
by the internet remote control host server 24. 

However, there is no description of a server having memory and including a plurality 
of data fileSj and that each data file indicates an amount of fi^e space available on a disk drive. 
In fact, it is not clear from the noted portion of Susskind hov/ the minutes of storage available 
for the video recording device 20 are maintained, or that this relates to a disc drive as 
opposed to another type of permanent memory device. 

For at least the reasons set forth above. Applicants respectfully submit that the 
reference to Susskind fails to disclose at least the server that comprises the memory as recited 
in claim 17. Therefore, it is respectfully submitted that because at least one element of claim 
17 is not disclosed in the portion of the reference relied upon by the Examiner; a prima facie 
case of anticipation has not been established. 

For at least the reasons set forfli above, it is respectfully submitted that the rejection of 
claim 17 is improper and .should be withdrawn. Moreover, by similar reasoning, it is 

PCIP.353 Atty. Docket No. US 01 022S 
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respectfully submitted that the rejection of claims 18-20 which depend immediately or 
ultimately from claim 17 i$ also improper and should be withdrawn, 

II. Rejection of claims 1 and 9 under 35 U.S.C. § 102(e) in view of Utsunomiya^ et ai (US 
2002/0066U3 Al) 

Claim 1 is drawn to a video playback device, comprising: 
, - a first controller capable of receiving a first program recording command, wherein 
said first program recording command is operable to cause said first controller to store a first 
television program on said disk storage device during a first time slot; and 

a second controller capable of determining if sufficient space is available on said disk 
storage device to store said first television program, wherein said disk storage device, . . 

Plainly, the video playback device includes two controllers^ each performing a 
particular function. Claim 9 is drawn to a method and includes a similar feature. 

The portion of the Office Action reproduced above relies on recorders/players 3 and 4 
for the first and second controllers of the video playback device of claim 1 . Fig. 6 of 
Vt&unomiya, ei al shows a block diagram illustrating a configuration of the playing system of 
recorder/player 3 or 4. Fig. 6 reveals that the each of the player/recorders 3, 4 include a 
single control unit 10, and not a jRrst controller and a second controller as claimed. 

In the Advisory Action, the Examiner asserts: "As the recoiders/players (figure 1 , parts 

3 and 4) are not located in the same box, the applicant argues that they each represent a single 
controller and therefore does [sic] not meet the limitations in claim 1 . The claim does not 
contain the limitation of 'contained in the same unit' and thus will not be read into the 
claims." Applicants respectfully but strongly disagree with the Examiner's rationale. 

As noted, the video playback device 250 of an embodiment shown in Figs. 2 and 4A 
contain first and second controllers (i.e,, two controllers). By contrast, the recorders/players 3, 

4 of the applied reference include but one controller. The examiner cobbles the present 

PCIP.353 Atty. Docket No. US 010228 
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rejection by culling two controllers firom two devices, with each device having only one 
controller. Thus, according to the Examiner's rationale, it is wholly proper to select 
components from two separate devices in order to anticipate a claim in which one device has 
two components- Applicants respectrdly submit that this is wholly improper. To this end, by 
the Examiner's reasoning, if prior to the invention of a twin-engine plane, one were to have 
invented a plane with two engines, two single-engine planes would be properly combinable to 
anticipate a claim to the twin-engine plane. Clearly this is wholly improper. Moreover, and 
continuing along this analogy, the applicant would have to claim an airplane having a first 
motor and a second motor contained within the same airplane. There is no basis provided by 
the Examiner that this would be required. 

For at least the reasons set forth. Applicants respectfully submit that the reference to 
Utsunomiya, et al fails to disclose at least the video playback device having the first 
controller and the second controller as claimed. iTicrefore, it is respectfully submitted that 
because at least one element of claims 1 and 9 aie not disclosed in the portion of the reference 
relied upon by the Examiner, a prima facie case of anticipation has not been established. 

For at least the reasons set forth above, it is respectfully submitted that the rejection of 
claims 1 and is improper and should be withdrawn. Moreover, by similar reasoning, it is 
respectfully submitted that the rejection of claims 2-8 and 10-1 6» which depend immediately 
or ultimately from claims 1 and 9, respectively, are also improper and should be withdrawn. 

IIL Relections under 35 U,S,C, 6 t03fa) of claim 2-8^ 11-16 and 18-20 

Claims 2-8, 11-16 and 18-20 depend from claims 1, 9 and 17. respectively. For at 
least the reasons set forth above, these independent claims are patentable over the applied art. 
Therefore, clahns 2-8, 11-16 and 18-20 tliat depend therefrom are patentable at least for the 
reasons set forth above. By no means do Applicants concede the propriety of these rejections. 

PCIP.353 Atty. Docket No. US 010228 
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8. Conclusion 

In view of the Ibregoiiig, applicant(s) respectfully reque$t($): the withdrawal of ^11 
objections and rejections of record; the allowance of all the pending claims; and the holding of 
the application in condition for allowance. 

Respectfully submitted on behalf of: 
Koninklijke Philips N. V, 



by: William Francos, Esq. (Reg. No. 38,456) 



February 5, 2007 

Volentinc Francos & Whitt, PLLC 
One Freedom Square 
11951 Freedom Drive 
Re$ton, VA 20190 
(571) 283-0720 (V) 
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Claims on Appeal: 

L A video playback device comprising: 

a disk storage device capable of storing television programs received from an external 

source; 

a first controller capable of receiving a first program recording command, wherein said 
first program recording command is operable to cause said first controller to store a first 
television program on said disk storage device during a first time slot; and 

a second controller capable of determining if sufficient space is available on said disk 
storage device to store said first televiijion program, wherein said disk storage device^ in 
response to a determination that sufficient space is not available on said disk storage device is 
further capable of identjjfying in an external comTnunication network a second remote video 
playback device capable of recording said first television program and transmitting a 
recording task request to said second remote video playback device, wherein said recording 
task request is operable to cause said second remote video playback device to record said first 
television program during said first time slot. 

2. The video playback device as set forth in Claim 1 wherein said second controller is 
fiirther capable of comparing said first program recording command to a second program 
recording command previously received by said fu'st controller and determining if a second 
time slot associated with said second program recording command overlaps said tirst time 
slot. 

3. The video playback device as set forth in Claim 2 wherein said second controller, in 
response to a determination that said first and second time slots overlap, is fiirther capable of 
accessing said second remote video playback device via said external communication network 

PC1P.353 Atty. Docket No. US 010228 
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and transmitting said recording task request to said second remote video playback device, 
wherein said recording task request is operable to cause said second remote video playback 
device to record said first television program duiing said first time slot. 

4. The video playback device as set forth in Claim 3 flirther comprising a memory for 
storing said first and second program recording commands in a recording schedule table, 

5. The video playback device as set forth in Claim 3 wherein said second controller 
identifies said second remote video playback device by accessing a central server in said 
external communication network and requesting fi-om said central server a list of remote video 
playback devices capable of recording said first television program, 

6. The video playback device as set forth in Claim 5 wherein said second controller is 
capable of transmitting to said central server disk space status inlbrmation regarding an 
amount of available space on said disk storage device. 

7. nie video playback device as set forth in Claim 6 wherein said second controller is 
further capable of transmitting to said central server a program recording schedule regarding 
television programs scheduled to be recorded by said video playback device. 

8. The video playback device as set forth in Claim 7 wherein said second controller is 
further capable of receiving fi'om a third video playback device an incoming recording task 
request, wherein said mcoming recording task request is operable to cause said video playback 
device to record a requested television program associated with said incoming recording task 
request. 
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9. A method of operating a video playback device comprising a disk storage device 
capable of storing television programs received from an external source, the method 
comprising the steps of: 

receiving a first program recording command, wherein the first program recording 
command is operable to cause the video playback device to store a first television program on 
the disk storage device during a first time slot; 

determining if sufficient space i$ available on tlie disk storage device to store the tirsl 
television program; 

in response to a determination that sufficient space is not available on the disk storage 
device, identifying in an external communication network a second remote video playback 
device capable of recording the first television program; and 

transmitting a recording task request to tlie second remote video playback device, 
wherein the recording task request is operable to cause the second remote video playback 
device to record the first television program during the first time slot. 

1 0. The method as set forth in Claim 9 comprising the further steps of: 
comparing the first program recording conmiand to a second program recording 

command previously received by the first controller; and 

determining if a second time slot associated with the second program recording 
command overlaps- the first time slot. 

1 1, The method as set forth in Claim 1 0 comprising the further steps of: 

in response to a determination that the first and second tirne slots overlap, accessing 
the second remote video playback device via the external communication network; and 
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transmitting the recording task request to the second remote video playback device, 
wherein the recording task request is operable to cause the second remote video playback 
device to record the tirst television program during the first time slot, 

12. The method as set forth in Claim 1 1 wherein the disk storage device stores the first 
and second program recording commands in a recording schedule table, 

13. The method as set forth in Claim 1 1 wherein the step of identifying the second remote 
video playback device comprises the sub-steps of: 

accessing a central server in the external communication network; and 
requesting from the central server a list of remote video playback devices capable of 
recording the first television program. 

14. The method as set forth in Claim 13 fitrther comprising the steps of: 

transmitting to the centra] server disk space status infonnation regarding an amount of 
available space on the disk storage device, 

1 5. The method as set forth in Claim 1 4 further comprising the steps of transmitting to the 
central server a program recording schedule regarding television programs scheduled to be 
recorded by the video playback device. 

16. The method as set forth in Claim 1 5 further comprising the steps of: 

receiving from a tlaird video playback device an incoming recording task request, wherein the 
incoming recording task request is operable to cause the video playback device to record a 
requested television program associated with the incoming recording task request. 
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1 7. For use in a com niuni cation network coupled to a plurality of video playback devices, 
a server comprising a memoiy for storing a plurality of data files related to said plurality of 
video playback devices, wherein each of said plurality of data files comprises a disk status 
indicator indicating an amoimt of free space available on a disk drive in a selected one of said 
video playback devices. 

1 8 . The server as set forth in Claim 1 7 wherein each of said plurality of data files further 
comprises a recording schedule table indicating a list of television programs scheduled to be 
recorded by seiid selected one of said video playback devices. 

1 9. The server as set forth in Claim 1 8 wherein said server is capable of receiving from a 
first one of said video playback devices a recording task request associated with a first 
television program, wherein said server, in response to receipt of said recording task request 
determines a second one of said video playback devices capable of recording said first 
television prograan. 

20. The server as set forth in Claim 19 wherein said server transmits to said first video 
playback device a network address associated with said second video playback device. 
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